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RESPONSE TO RESTRICTION REQUIREMENT 



Commissioner for Patents 
Washington, DC 20231 

Dear Sir: 

In response to the restriction requirement set forth in the Office Action mailed 
January 23, 2002 (Paper No. 6), Applicant hereby provisionally elects claims 1-65 and 
species A (immunological assay) for continued examination, with traverse. 

The Examiner has required restriction between: 

Group I, claims 1-65, drawn to methods of diagnosing tumorigenecity, 
determining antineoplastic effects of anitestrogen therapy, and determining resistance to 
antineoplastic effects; 

Group II, claims 66-81, drawn to a kit for determining tumorigenecity in breast 

tissue; and 



1411136 v1;%8%801!.OOC 



Application No.: 09/8^42 



DockeHfo.: A7542.0000/P001-D 



Group III, claims 82-85, drawn to a method of treating or preventing the re- 
occurrence of cancer. 

In addition, if Group I or Group II is elected, the Examiner is requiring the 
election of one of the following species: species A (immunological assay) or species B 
(cDNA probe). 

Given the closely related subject matter of the various groups, Applicant 
respectfully submits that restriction of the pending claims is unreasonable. The search for 
the claims of Group I would overlap the search for claims of each of the other groups and 
no undue burden would be involved in examining these claims together. This is 
particularly so with regard to Group I and II. According to the restriction requirement, 
the Group I claims can be practiced with a product other than the kits of the Group II 
claims. For example, according to the restriction requirement, the methods of the Group I 
claims can be practiced by using a product for determining the expression of BRAC1. 
However, the methods of the Group I claims cannot be carried out using a product for 
detecting an unrelated molecule such as BRAC1. We strongly encourage the Examiner to 
at least amend the requirement and combine Groups I and II for the reasons set forth 
above. 

M.P.E.P. § 803 directs as follows (emphasis added): "If the search and 
examinatiori of an entire application can be made without serious burden, the examiner 
must examine it on the merits, even though it includes claims to distinct or independent 
inventions. " The Examiner should follow this directive in this case and the restriction 
requirement should be withdrawn. 
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Respectfully submitted, 



By 

Jeremy A. C'ubert 

Registration No.: 40,399 
DICKSTEIN SHAPIRO MORIN & 

OSHINSKY LLP 
2101 L Street NW 
Washington, DC 20037-1526 
(202) 785-9700 
Attorney for Applicant 
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